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THE TRUSTEES OF THE UNIVERSITY OF PENNSYLVANIA 



1. This international preliminaiy examination report has been prepared by this International Preliminary 
Exammmg Authonty and is UansmUted to>»^ppUcant according to Article 36. rtelimmary 

2. This REPORT consists of a total of sheets. 

□ TOs report is also accompanied by ANNEXES, i.e.. sheets of the description, claims and/or drawings which have 

STR^S^'^ole^a^d^le^o;^^^^^^ IT "^"^ containingLuTications made befogs Aulri^ 

(,see Kule 70.16 and SecUon 607pf4|ie AdmmistraUve Instructions under the PCT). 

These annexes consist of a total of u^ sheets. 

3. This report contains indications relating to the following items: ' 

I Basis of the report 

n Q Priority 

in [3 Non-establishment of report with regard to novelty, inventive step or industrial applicability 
IV Lack of unity of invention 

^ ^ S^Hnnf. 'Jf '^"'f^^ ^^^^ Article 35(2) with regard to novelty, invenUve step or industrial applicability 
citations and expIanaUons supportmg such statement uiuik^uwi appiicaoiiiry, 

VI I I Certain documents cited 

VII Q Certain defects in the international application 
VIII Q Certain observations on the international applicati^ 



ERSIOH 




Date of submission of the demand 
01 FEBRUARY 2000 


Date of completion of this report 
24 SEPTEMBER 2000 


Name and mailing address of the IPEA/US 

Commissioner of Patents and Tradcmarics 
Box PCT 

Washington, D.C. 2023 1 
Facsimile No. (703) 305-3230 

Forai PCT/IPRA/dnO /r>r,^^^ ^h^^t\ looov . 


Authorized officer TERRY J. DEY 

BENNETT CELSA FARALEGAL SPECIALIST 
T.I. 1, M TECHN0U)6Y CENTK 1600 

Telephone No. (703) 308-0196 
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International application No. 
PCT/US99/15308 



I. Basis of the report 



1. With regard to the elements of tbe imemational applicatioa- * 
fxl the international application as originally filed 
the description: 
oaffes 1- 



pages 
pages 
pages 



-20 



NONE 



NONE 



, filed with the letter of 



, as originally filed 

, filed with the demand 



I x| claims: 

pages _^ 21-23 

pages . NONE 

pages NONE 

pages 



, as originally filed 



NONE 



. as amended (together with any statement) under Arti'cle 19 
. , filed with the demand 



. filed with the letter of 



fxl tJie drawings: 

pages NONE 

pages 

pages 



NONE 



. as originally filed 



NONE 



fx] the sequence listing part of the description: 

pages 1 

pages 



filed with the letter of 



, filed with the demand 



NONE 



pages 



NONE 



. filed with the letter of 



» as originally filed 

, filed with the demand 



These elements were available or fimiished to this Authority in the foUowing language vvhich 

the language of a translation furnished for the purposes of international search (under Rule 23 1(b)) 
the language of publication of the international application (under Rule 48.3(b)). 

□ *e^^ge of the translation furnished for the purposes of inteimtional preliminary examination (under Rules 55.2 and/ 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the intenmtional 
preluninary exammaUon was earned out on the basis of the sequence listing: miemauonal 

S contained in the international application in printed form. 

Q filed together with the international application in computer readable form. 

r~| furnished subsequently to this Authority in written form. 

I I funiished subsequently to this Authority in computer readable form. 

□ 'S^r^SnX^o^t'l&s'S^^ ^^''"^"'^^ "''^ «° t-yo"d '"-•osure in the 
n bSa foJSd.**' information recorded in computer readable forni is identical to the writen sequence listing has 

4. E1 

The amendments have resulted in the cancellation of ■ 
the description, pages NONE 
the claims, Nos. NONE 
the drawings, sheets/ftg NONE 



5. |Fj This n^rt has been drawn as if (some of) the amendments had not been made, since they have been considered to go 
beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70 2(c)) 

**Any replacement sheet comaimnP such amendments must be referred to u nder item , onA nr^exed to this r.r^n 



Fonn PCT/IPEA/409 (Box I) (July 1998) i 
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ni. Non-establi,hment of opinion with regard to novelty. InvenHve step and industrial applicabili ty 

the entire international application 
claims Nos. _2-6 and 9-14 
because: 



□ the description, claims or drawings (indicate particular elements belowj or said claims Nos are so 
unclear that no meanmgful opinion could be formed (speciM ' 



Q the claims, or said claims Nos. _ are so inadequately supported bv the 
opmion could be formed. ■> rr j 



description that no meaningful 



no international search report has been established for said claims Nos. .2^and 9-14 



^' ^^^^TT^t ^^T^ «^tion cannot be earned out due to the failure of the nucleotide and/or amino acid 
sequence Lstmg to comply with the standard provided for in Annex C of the Administrative bisHuctions: 

□ the written form has not been furnished or does not comply with the standard. 

□ the computer readable form has not been furnished or does not comply with the standard. 
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V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement i-f j» 


I. statement 








Novelty (N) 


Claims 1 and 8 




YES 




Claims 7 




NO 


Inventive Step (IS) 


Claims 1 and 8 




YES 




Claims 7 




NO 


Industrial Applicability (lA) 


Claims 1* 7 and 8 




YES 




Claims NONE 




NO 



2. citations and explanations (Rule 70.7) 

STv I'^rS^r T'^^h'^'Jk "^K^'f ^'^^^ '^''^ '^"^'^ et al. This reference discloses tertiapin and a 

Slrj^T ^ t ^''"'^V*^? ""P^ ''"^""^ 197) and compositions compri^ these 

S^t vrSrrf V ? '° P"*"" "^^^^^ ^-^'^P^^^ Pham^cemical co4,si?ons or 

alternative renders the formation of such composition obvious (e.g see page 202 and page 207). 

Applicant's arguments in the "Response to Written Opinion" (paper no. 13) are hereby acknowledged. 

hn, ^.^^^^'^ arguments directed to the above lack of novelty of claim 7 over the Hider et al. reference were considered 
but deemed nonpersuasive for the following reasons. »«<^iwi 

of « -t.^-^^^I^^T^,^' ^"^"^ " '"^"'^'^ '° '"""'"''^ "^gg"' '^^ "^"S «f « pharmaceutical composition 
of a teitipin-like alph helix" compound. -or ^ uvu 

hv .h. r.fZ"' ^""^ persuasive since both the alpha helical nature of the reference peptides shared with teniapin is uught 
^L^t^*'^'^'' P*^'' P^S*' 206)as weU as the reference peptides possession of phannaceutical properties e 7 

^^t^Z^T" f I«Se296; andmoreimportantly " ... reasons for the marked differences in phamu,cologi^ pn>pe^es 

... at page 207 (emphasis provided). s 

Claims 1 and 8 meet the criteria set out in PCT Article 33(2)-(4), because the prior art does not teach or fairly suggest the 
claimed invention (e.g. the modified tertipin peptide comprising seq. id 2). 

Claims 1, 7 and 8 meet the criteria set out in PCT Article 33(4). 



NONE 



NEW CITATIONS 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufTicient) 



International application No. 
PCT/US99/ 15308 



Continuation of: Boxes I - VIII 
I, BASIS OF REPORT: 



Sheet 10 



MSmne) amendments are considered to go beyond the disclosure as filed: 



Fonn PCT/IPEA/409 (Supplemental Box) (July 1998) * 



